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DETAILED ACTION 

Claims 1-3, 6-8/15, and 21-45 are currently presented and 
have been examined. 

Response to Arguments 

Applicant's arguments filed 3 January 2007 have been fully 
considered but they are not persuasive. 

The Applicant argues that Shaffer does not teach or suggest 
the step of determining whether an electronic mail message has 
been previously compressed. The Examiner is not persuaded by 
these remarks in view of the teachings of Shaffer. 

Shaffer discloses: 

"According to the invention, when indicated by the 
connection or channel speed and the message or attachment size , 
a server makes a compressed version of the data file available 
for transmission." (column 7, lines 46-49) 

"A system according to a specific embodiment of the 
invention can use artificial intelligence type analysis in media 
server 210 or a cooperating software component to determine when 
or how to compress messages ..." (column 7, lines 11-14) 

In view of the teachings of Shaffer and the knowledge of 
one of ordinary skill in the art, the server as able to 
determine whether an electronic mail message has been compressed 
by a predetermined criteria such as the message's size or some 
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other predetermined criteria and then, based on the indication, 
compresses the message. By definition, compression of a data 
file comprises the act of reducing the size of a file to some 
value that is less than the original size of the file. Since the 
claim fails to specifically recite and therefore require how a 
message may be previously compressed in some other manner than 
that is conventionally known, the server determines to compress 
a message, for example, based on its message size, and then 
compresses the file. As also shown in Shaffer, a file may be 
compressed into a variety of compressed formats (column 8,. lines 
45-56) . As shown by this disclosure in Shaffer and is also 
conventionally known, a file may have an infinite number of 
varying degrees of compression. Therefore, the Examiner has , 
interpreted the limitation "previously compressed" to mean that 
the file is either in a compressed format at the time of 
determination whether it has been compressed and therefore is 
considered to be "previously compressed" or it is not 
compressed, leading the server to compress the file. As shown 
previously, the claim fails to specifically recite a specific 
context in. which a file is considered to be "previously 
compressed". Therefore, in view of the teachings and suggestions 
of Shaffer, Shaffer does disclose this limitation and the 
currently presented claims are not in condition for allowance. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122 (b) , by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

Claims 1-3, 6-8, 15, and 21-45 are rejected under 35 
U.S.C. 102(e) as being anticipated by US Patent 6 842.768 Bl to 
Shaffer et al . 

Regarding claim 1, Shaffer discloses a method for 
automatically managing an electronic mail server application on 
a host computer, comprising the steps of: 

checking an electronic mail message against a predetermined 
criteria; determining whether the message has been previously 
compressed; compacting ("compressing") a non-attachment portion 
(referred to within the reference as "message") of the 
electronic mail message if the predetermined criteria is 
satisfied and if the message has not been previously compressed; 
and storing the compacted electronic mail message, (column 1, 
lines 46-51, specifically "...when indicated by. ..the 
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message ... size, a server makes a compressed version of the data 
file available for transmission. This compressed data file may- 
be prepared by the server by a compression engine 260 before a 
user ever accesses an email account..."; column 6, lines, 65-67 
"The figure shows a representation of multimedia email system 
210 with individual original messages 252 and 'compressed (sp) 
messages 254.") 

Regarding claim 2, Shaffer discloses the method of claim 1 
wherein the step of checking is performed when the electronic 
mail message is received by the electronic mail server 
application, (column 3, lines 25-29, "Device 130 represents any 
type of device or system or network that provides data to user 
information appliances, such as, but not limited to. . .an email 
server..."; column 7, lines 46-51, specifically "...when 
indicated by... the message ... size, a server makes a compressed 
version of the data file available for transmission. This 
compressed data file may be prepared by the server by a 
compression engine 260 before a user ever accesses an email 
account...") (Examiner's note: Note that it is inherent within 
the reference that email servers receive and store messages for 
clients before the clients access their email account) . 

Regarding claim 3, Shaffer discloses the method of claim 1, 
wherein the step of checking is performed when the electronic 
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mail message is performed periodically on the host computer, 
(column 7, lines 46-51, specifically ''...when indicated by... the 
message ... size, a server makes a compressed version of the data 
file available for transmission. This compressed data file may 
be prepared by the server by a compression engine 260 before a 
user ever accesses an email account or the file may be 
compressed on-the-fly as a user logs in or as a user requests 
download of a particular message") 

Regarding claim 6, Shaffer discloses the method of claim 1, 
wherein the predetermined criteria comprises a total message 
size, (column 2, lines 39-48, specifically "...the size of the 
data transf er . . . is used to select an appropriate compression 
ratio for a message..."; column 7, lines 46-51, specifically 
"...when indicated by... the message ... size, a server makes a 
compressed version of the data file available for 
transmission. " ) 

Regarding claim 7, Shaffer discloses the method of claim 1, 
wherein the predetermined criteria comprises an attachment size, 
(column 2, lines 39-48, specifically "...the size of the data 
transf er ... is used to select an appropriate compression ratio 
for a... message attachment"; column 7, lines 46-51, specifically 
"...when indicated by ... the ... attachment size, a server makes a 
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compressed version of the data file available for 
transmission. " ) 

Regarding claim 8, Shaffer discloses the method of claim 1, 
wherein the predetermined criteria comprises an attachment type, 
(column 2, lines 39-48, specifically "...the size of the data 
transf er . . . is used to select an appropriate compression ratio 
for a... message attachment"; column 7, lines 46-51, specifically 
"...when indicated by ... the ... attachment size, a server makes a 
compressed version of the data file available for 
transmission."; column 8, lines 7-10, "Other parameters 
according to the invention may indicate what decoding formats 
can be handled by the client and therefore allow a server to 
determine desired compression formats.") 

Regarding claim 15, Shaffer discloses the method of claim 
1, further comprising the step of compressing the attachment, 
(column 2, lines 39-48, specifically "...the size of the data 
transf er. .. is used to select an appropriate compression ratio 
for a... message attachment"; column 7, lines 46-51, specifically 
". . .when indicated by. . .the. . .attachment size, a server makes a 
compressed version of the data file available for 
transmission. " ) 

Regarding claim 21, Shaffer discloses a method for managing 
a user's electronic mailbox on a computer, comprising the steps 
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of performing an off-peak hours routine (column 8, lines 30-34, 
"An intelligent component of the system might also defer 
performing any pre-compression while the computer system is 
experiencing heavy use or might defer pre-compression") for 
checking an electronic mail message against a predetermined 
criteria; compressing a non- attachment portion of the electronic 
mail message if the predetermined criteria is satisfied, wherein 
the step of compressing the electronic mail message is performed 
by searching for repeated patterns in the electronic mail 
message and encoding those patterns (column 8, lines 45-56) ; and 
storing the compressed electronic mail message, (column 7, lines 
46-51, specifically "...when indicated by... the message ... size, 
a server makes a compressed version of the data file available 
for transmission. This compressed data file may be prepared by 
the server by a compression engine 260 before a user ever 
accesses an email account..."; column 6, lines, 65-67, "The 
figure shows a representation of multimedia email system 210 
with individual original messages 252 and ! compressed (sp) 
messages 254.") 

Regarding claim 22, Shaffer discloses the method of claim 
21, wherein the step of checking is performed when the 
electronic mail message is received by the electronic mailbox, 
(column 3, lines 25-29, "Device 130 represents any type of 
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device or system or network that provides data to user 
information appliances, such as, but not limited to... an email 
server..."; column 7, lines 46-51, specifically "...when 
indicated by... the message ... size, a server makes a compressed 
version of the data file available for transmission. This 
compressed data file may be prepared by the server by a 
compression engine 260 before a user ever accesses an email 
account...") (Examiner's note: Note that it is inherent within 
the reference that email servers receive and store messages for 
clients in their respective accounts or "mailboxes" before the 
clients access their email account) . 

Regarding claim 23, Shaffer discloses the method of claim 
21, wherein the step of checking is performed upon request by 
the user, (column 7, lines 46-51, specifically "...when 
indicated by... the message ... size, a server makes a compressed 
version of the data file available for transmission. This 
compressed data file... or the file may be compressed on-the-fly 
as a user log ins or as a user requests download of a particular 
message.") 

Regarding claim 26, Shaffer discloses the method of claim 
21, wherein the predetermined criteria comprises a total message 
size, (column 2, lines 39-48, specifically "...the size of the 
data transf er . . . is used to select an appropriate compression 
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ratio for a message..."; column 7, lines 46-51, specifically 
"...when indicated by... the message ... size , a server makes a 
compressed version of the data file available for 
transmission. " ) 

Regarding claim 27, Shaffer discloses the method of claim 
21, wherein the predetermined criteria comprises an attachment 
size, (column 2, lines 39-48, specifically "...the size of the 
data transfer. . .is used to select an appropriate compression 
ratio for a... message attachment"; column 7, lines 46-51, 
specifically "...when indicated by ... the ... attachment size, a 
server makes a compressed version of the data file available for 
transmission. " ) 

Regarding claim 28, Shaffer discloses the method of claim 
21, wherein the predetermined criteria comprises an attachment 
type, (column 2, lines 39-48, specifically "...the size of the 
data transfer ... is used to select an appropriate compression 
ratio for a... message attachment"; column 7, lines 46-51, 
specifically "...when indicated by ... the ... attachment size, a 
server makes a compressed version of the data file available for 
transmission."; column 8, lines 7-10, "Other parameters 
according to the invention may indicate what decoding formats 
can be handled by the client and therefore allow a server to 
determine desired compression formats.") 
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■Regarding claims 30-32, Shaffer discloses the method of 
claim 21, wherein the location of the screening of the message 
is on a server, a client, or configured by a user, (column 2, 
lines 39-48, specifically "...the size of the data transf er . . . is 
used to select an appropriate compression ratio for a message... 
In specific embodiments, a user may indicate (either at the time 
of transfer, the time of login, or during client setup) an 
acceptable delay or desired compression for a transfer."; column 
7, lines 46-51, specifically "...when indicated 

by ... the ... attachment size, a server makes a compressed version 
of the data file available for transmission.") 

Regarding claim 33, Shaffer discloses the method of claim 
21, wherein the screening is performed periodically on the 
computer, (column 7, lines. 46-51, specifically "...when 
indicated by... the message ... size, a server makes a compressed 
version of the data file available for transmission. This 
compressed data file may be prepared by the server by a 
compression engine 260 before a user ever accesses an email 
account or the file may be compressed on- the- fly as a user logs 
in or as a user requests download of a particular message") 

Regarding claim 34, Shaffer discloses the method of claim 
21, wherein the electronic mail message is compressed into a 
zipped file, (column 8, lines 45-56, specifically "It should be 



Application/Control Number: 09/750,138 Page 12 

Art Unit: 2143 

understood that a data file or a message may be encoded into a 
variety of compression formats. Some of these formats, such as 
. . .ZIP. . .have built-in variable compression.") 

Claims 35-42 are also rejected since these claims recite a 
computer readable medium that contain substantially the same 
limitations as recited in claims 21-23, 33, 26-28, and 34 
respectively. 

Regarding claim 43, Shaffer discloses the method of claim 
1, further comprising decompacting the compacted electronic mail 
message for retrieval, (column 5, lines 30-44, specifically 
"Optionally, there may also be a selectable option that a user 
can use to indicate that the system should download a compressed 
file or original file according to default rules. Selection by a 
user is registered by the client-side logic (Step B3) and is 
communicated so that the appropriate file format may be 
transmitted (Step B4)."; column 8, .lines 35-45, specifically 
"The server maintains information about which algorithms are 
available at a particular client and may learn from the client 
from time to time which algorithms are available at the client 
or desired by the user such as via a compression format list 
250. According to a further embodiment, a server can in some 
instances download to the client an application or applet 240 to 
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enable the client to handle a particular type of compressed 
file") 

Claims 44 and 45 are also rejected since these claims 
recite a method and computer readable medium that contains 
substantially the same limitations as recited in claim 43. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to George C. 
Neurauter, Jr. whose telephone number is 571-272-3918. The 
examiner can normally be reached on Monday-Friday 9am-5 :30pm. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David Wiley, can be 
reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 
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